The opinion in support of the decision being entered today was not
witten for publication and is not binding precedent of the Board.

Paper No.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte PETER PFEUFFER, HANS-JOACH M LI PPOLD
MARKUS FRONHFER, and HANS LEI BOLD

Appeal No. 1999-0960
Appl i cation No. 08/785, 437

ON BRI EF

Bef ore CALVERT, STAAB, and JENNI FER D. BAHR, Adninistrative
Pat ent Judges.

CALVERT, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This an appeal fromthe final rejection of clains 1 to
16, all the clainms in the application.
The clains on appeal are drawn to a filter elenent, and

are reproduced in the appendi x of appellants’ brief.
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The references applied in the final rejection are:!?

Wight et al. (Wight) 3,216,578 Nov. 9,
1965

Zanma et al. (Zanm) 60- 137414 Jul . 22,
1985

(Japanese Kokai)
Ckuma et al. (Ckuma) 60- 193518 Cct. 2,
1985

(Japanese Kokai)

The appeal ed clains stand finally rejected on the
foll ow ng grounds:
(1) dainms 1 to 15, unpatentable over Wight, under 35 U. S. C
§ 103(a).
(2) daim16, unpatentable over Wight in view of Ckuma and
Zanma, under 35 U.S.C. § 103(a).

Rej ection (1)

Claim1 reads:

1. Afilter elenent, that can be sealingly
secured in position in a filter housing,
conpri si ng:

an accordion fold pack having fold backs
and a flow of f side and;

a latticed protective mask, the protective
mask being sealingly joined to all the fold

! Copies of translations of the two Japanese references,
prepared by the PTO are forwarded to appellants herew th.
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backs of [sic: of the] accordion fold pack on
the flowoff side along substantially an entire
| ength of the fold backs so that the fold backs
are sealingly joined to the protective mask

al ong substantially their entire |ength.
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Wight discloses a filter having an accordi on pl eated
filter element 1. On one or both sides of the filter, a
cappi ng 6 of adhesive such as epoxy resin is applied to the
edges 4 of the pleats (called "fold backs" in appellants’
application), and then screens 2, 3 are adhered to the
capping. The capping 6 serves the dual purpose of anchoring
the screens to the pleat edges and of protecting the edges 4
agai nst backfire gases and abrasion
(col. 2, lines 10 to 17, and col. 3, line 59, to col. 4, line
22), while the screens prevent distortion of the filter and
mai nt ai n uni form spaci ng between the pl eat edges (col. 2,
lines 40 to 45).

On page 6 of the answer, the exam ner seens to take the
position that the | anguage of claim1l is broad enough to be
readabl e on Wight, because "the claimdoes not say that the
protective mask has to be continuously adhered at every point
to the fold backs.” W do not agree with this position. 1In
the Wight filter, as shown in Fig. 2, the screen wires are
only adhered to the pleat edges 4 where they cross the edges,

rat her than running along the I engths of the edges. Such
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construction does not in our view neet the requirenent of
claim1 (or of

claim 13, the other independent claimon appeal) that the mask
is joined to the fold backs "al ong substantially an entire

| ength of the fold backs,"” since in Wight the mask (screen)
is joined to the fold backs (edges) only at spaced points, not
al ong substantially their entire I ength, as clained.

The exam ner also seens to believe that claiml is
readabl e on Wight because "the fold backs [of Wight] are
statistically bound to directly align with the wires of the
protective mask at nunerous |ocations along the surface of the
protective nmask" (answer, page 6), noting that in Fig. 7 sone
of Wight’'s edges 4a (fold backs) coincide with the vertical
wires of the screen 3a. However, even if sone of Wight’'s
screen wires mght by chance be positioned to extend al ong
substantially an entire length of the fold backs, that would
not nmeet the recitation in claiml that "all the fold backs"
are so joined to the mask. Likew se,
claim13 is not readable on Wight because, although that
cl aim does not use the word "all", we consider that,
consistent wth appellants’ disclosure, the clai mlanguage
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"the fold backs of [the] accordion fold pack" nust be

interpreted as neaning all the fold backs of the fold pack.

The exam ner further finds claiml1 (and claim13) to be

unpat ent abl e over Wight under 8 103(a) because (answer, pages

3 and 4):

it would have been obvi ous to soneone of
ordinary skill in the art at the time of the
invention to align the edges of the protective
mask [of Wight] with the fold backs of the
filter so that the protective nmask is adhesively
attached along the entire edge of the plurality
of fold backs and so that [the] seal between the
filter and the protective mask is anplified in
strength. Furthernore, the function of the
protective mask adhesi vel y

attached to

the filter is

t he sane as

t he

applicants, to

extend the

useful life of

t he pl eated

filter (colum

1 lines 37-

38).

Ther ef or e,

attaching the

protective

mask al ong an

entire length

of the fold

backs woul d

have been

obvi ous for

further
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protecting the
delicate folds
of the pleats.
"Even when obviousness is based on a single prior art
reference, there nust be a showi ng of a suggestion or

notivation to nodify the teachings of that reference.” 1ln re

Kot zab, 217 F.3d 1365, 1370, 55 USPQ2d 1313, 1316-17 (Fed.

Cir. 2000). 1In the present case, we do not consider that such
a showi ng has been made. As nentioned above, Wight discloses
that the purpose of screens 2 and 3 is to prevent distortion
of the filter and maintain uniform spacing between the fold
backs. There woul d have been no notivation or suggestion for
one of ordinary skill to nodify the Wight filter, as proposed
by the exam ner, by aligning the screen wires along the fold
backs in order to protect the fold backs, because in Wi ght
that function is already perfornmed by the capping 6, nor is
there any indication that additional strengthening would be
desi r abl e.

Accordingly, the rejection of clains 1 and 13, and
i kewi se of clains 2 to 12, 14 and 15 dependent thereon, wl|

not be sust ai ned.
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Rej ection (2)

Claim 16 reads:

16. The filter elenment according to C aim
1, further conprising:

an air jet housing, wherein the protective
mask has a plurality of slots which correspond
to the fold backs of the accordion fold pack,
the air jet housing adapted to detachably
seal ably cover one of the plurality of slots [?
of the protective nmask on the flowoff side, and
wherein a pressurized fluid may be applied to
the air jet housing fromthe flowoff side to
t hereby clean a fold back associated with the
one of the plurality of slots, the air jet
housi ng being novable to sealingly cover a
different one of the plurality of slots of the
protective mask.

The additional references, Okuma and Zanma, applied in

this rejection, do not overcone the above-di scussed

deficiencies of Wight with respect to parent claim1l.

Rej ection (2) therefore will not be sustai ned.

2 This recitation appears to be inconsistent with Fig. 4,
where the air jet housing 9 is shown as seal ably covering a
row of slots 5 across the wdth of mask 3 and filter 1 (six
slots in Fig. 3), rather than just one slot.
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Concl usi on

The exam ner’s decision to reject clains 1 to 16 is

reversed
REVERSED
| AN A. CALVERT )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
LAWRENCE J. STAAB ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
JENNI FER D. BAHR )
Adm ni strative Patent Judge )
SLD
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RI CHARD L. MAYER
KENYON & KENYON
ONE BROADVWAY

NEW YORK, NY 10004
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